
 

LET’S WAIT AND SEE:  
A PERSPECTIVE ON POST-AIA PATENT REFORM 

PHYLLIS TURNER-BRIM* 

Twenty years ago, patent law was somewhat of a backwater 
practice, little noticed by corporate executives and business 
leaders outside of the patent arena.1 Today, the environment 
has greatly changed.2 Patent law issues are now regular fodder 
for the front pages of the New York Times, the Wall Street Jour-
nal, Bloomberg, and other notable media outlets,3 as there is fre-
quently a great deal of controversy concerning the strength, 
quality, and enforcement of patent rights.4 However, it is im-
portant to consider what precipitated this change. 

What has changed is that the importance of Intellectual Proper-
ty (IP) intensive industries in the U.S. economy has become clear.5 
The economy is increasingly based on high-tech and knowledge-
based industries instead of traditional manufacturing.6 According 
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to the U.S. Department of Commerce, IP-intensive industries con-
tribute more than five trillion dollars annually to the U.S. econo-
my.7 In addition, forty million jobs are attributed to IP-intensive 
industries.8 Countries such as the United States, where IP protec-
tion is strong, have a significant advantage attracting research and 
development (R&D) investment.9 There is a strong positive corre-
lation between U.S. GDP and U.S. patenting activity.10 For exam-
ple, the “smartphone wars” present a $500 billion prize to the 
winner, or winners, as the case may be.11 The smartphone wars, in 
particular, have a number of active “theatres” for engagement in 
the patent arena.12 

IP law and patent law, in particular, are currently experienc-
ing study and reform efforts.13 There are all kinds of studies, 
task forces, and research efforts around patents and patent-
related issues.14 We are on the heels of the America Invents Act 
of 2012 (AIA),15 the largest patent law reform effort in genera-
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tions.16 Yet there are calls for additional reforms, particularly 
by those focused on patent litigation.17 Some critics declare that 
the patent system as currently constructed is “killing” innova-
tion.18 The U.S. Patent and Trademark Office (USPTO) is under 
attack for issuing so-called “junk patents,”19 and reformers 
claim that patent litigation is running rampant and is a drag on 
the economy.20 What is fact and what is fiction? 

The reformers are leveraging questionable and anecdotal ev-
idence to support their calls for additional reforms. They claim 
there has been an explosion of patent litigation fueled by non-
practicing entities and that patent litigation is killing innova-
tion.21 This so-called litigation explosion, however, has been 
debunked by credible studies. For example, a recent Docket 
Navigator report indicates that in 2014, patent litigation filings 
in the U.S. district courts were down substantially compared to 
2013.22 The AIA, through its provisions establishing patent of-
fice trials, seems to be achieving its goal of directing certain 
parties and issues to the USPTO’s Patent Trial and Appeal 
Board for resolution as a cheaper and quicker alternative to, or 
certainly to shortcut, litigation in the federal district courts.23 Is 
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additional reform urgently needed? Given that the AIA is still 
in its infancy24 and that the federal courts continue to actively 
address many of the issues that the reformers claim are a 
scourge on the patent system,25 the prudent course is to take a 
wait-and-see approach to evaluate the effectiveness of the re-
cent reforms prior to engaging in additional reform. 

What is the state of play on some of these critical issues? In 
general, the rate of patent litigation is at or below historical 
trends, relative to the number of issued patents.26 And the per-
centage of litigation filed by non-practicing entities (NPEs), pa-
tent assertion entities, or pejoratively, “patent trolls”27 continues 
to represent seventeen to twenty percent of patent litigation.28 A 
recent study by Cotropia, Kesan, and Schwartz29 found that the 
perceived increase in NPE litigation is primarily driven by the 
revised joinder rules of the AIA.30 The abusive practice of send-
ing scores or even hundreds of questionable claim letters has 
been, and is being, adequately addressed by the Federal Trade 
Commission and state attorneys general.31 The courts, including 
the U.S. Supreme Court, have provided crucial guidance on 
many of the issues that have been identified as problematic: fee 
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shifting,32 inequitable conduct,33 end-user protection,34 and eligi-
ble subject matter.35 The AIA and judicial action have created 
several avenues for alleged infringers and others to invalidate 
questionable patents. Yet the reformers want more. The pro-
posed reforms are targeted at entities whose business is strictly 
licensing, including NPEs, patent-assertion entities (PAEs), or 
“trolls.”36 The government should not be in the business of legis-
lating to advance or impede one business model or another. That 
is an important purpose of the free marketplace. 

The accusation that patents are killing innovation and squelch-
ing opportunities for tech entrepreneurs is not supported by the 
facts. In 2014, venture capital funding soared to its highest level 
since the peak of the dotcom bubble in 2000,37 and patent filings 
and issuances have never been higher.38 The vast majority of pa-
tent activity such as licensing and transfers happens outside of the 
courts,39 and thus litigation statistics paint an incomplete and fre-
quently misleading picture of the patent marketplace. 

Some commentators have proposed different requirements 
and rights for different patents, depending on their subject 
matter.40 Moreover, they claim that the one-size-fits-all patent 
system is not appropriate for software and business-method 
patents or in an era where technology is advancing and 
changing so quickly.41 This thinking is flawed. The uniform 
patent model has worked for about two hundred years 
through all kinds of technological and marketplace transfor-
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mations, and it appears to still be working. Technology ad-
vances at a regular pace and designing around existing tech-
nologies is one of the many ways the useful arts are advanced. 
Further, it is not clear that technology is moving so fast as to 
make the current patent term unworkable. For example, the 
802.11 Wi-Fi standard has been around for more than a dec-
ade;42 while it has been modified in some respects, it contin-
ues to be one of the most widely used technologies and also 
one of the most highly litigated from a patent perspective.43 

A strong patent system is required to support R&D invest-
ment and new innovation, particularly in emerging technolo-
gies of all stripes and, for example, in pharmaceuticals. There is 
now a question as to whether business methods and, by exten-
sion, software, should be patentable.44 Many technological in-
novations are implemented through software rather than 
hardware; this facilitates desirable attributes such as miniaturi-
zation and mobility. In this regard, software is an immensely 
important arena of innovation, and it is thriving.45 In some in-
stances, the distinction between the effects of software and 
hardware is unclear and potentially illusory.46 Software inven-
tions should not be treated or evaluated any differently than 
other types of invention, as many things that were formerly 
only achievable with specialized hardware are now achieved 
through software. This is true, for example, in the case of field-
programmable gate arrays. 
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Contrary to the assertions by some critics, patent-
infringement lawsuits concerning software inventions are not 
flooding the courts.47 Lawsuits of this nature represent about 
ten percent of patent-infringement lawsuits,48 which is about 
the historical norm.49 In addition, software patents are not nec-
essarily of poorer quality than patents of different subject mat-
ter.50 Courts have generally upheld software patents about 
eighty percent of the time.51 Of course, the full effects of Alice 
Corp. Pty. Ltd. v. CLS Bank Int’l52 remain to be seen.53 Software 
patents are not going away. Many of them cover highly valua-
ble technological implementations, and a high percentage of 
them are maintained for the full patent term.54 It is worth not-
ing that establishing a common lexicon around software inven-
tions is worth the effort, as such commonality of terms would 
support consistent patent claim construction and interpreta-
tion. 

Unquestionably, the USPTO is up to the task of examining 
new patent applications and fully implementing the new pro-
cesses of the AIA. There is no need to consider reorganizing or 
dividing the USPTO, as some have suggested.55 As with any 
process or organization, there is definitely room for improve-
ment, and transitions can create “muddiness” for an initial pe-
riod of time. For many years, engineering and manufacturing 
processes have focused on designing-in quality as opposed to 
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inspecting-out defects.56 This type of thinking should be ap-
plied to the USPTO as well. More attention and rigor can be 
applied to the first level examination of patent applications, 
which should have the effect of reducing the need for the 
USPTO to reexamine its own work. Admittedly, there has been 
substantial investment in the examination process overall.57 But 
the USPTO continues to be inundated with new applications, 
the examination of which taxes available resources.58 

More resources should be invested to support the USPTO 
and to improve its processes and services. It should be fully 
funded, and the fees it collects should not be diverted to other 
government interests. Continued focus on process improve-
ments and examiner training is important. The burden on ex-
aminers must be addressed either by providing additional ex-
amining resources or by changing the examination process by, 
for example, implementing a requested-examination scheme 
similar to those seen in other jurisdictions.59 Currently, every 
non-provisional application is examined as a matter of course.60 
Requiring applicants to request examination would have the 
effect of relieving some of the burden on the examining corps 
and might serve as a useful governor on scarce examining re-
sources. The pendency of patent applications would also likely 
be reduced. Requested examination would almost inevitably 
have the effect of reducing the number of patent applications 
requiring examination. In this post-AIA first-inventor-to-file 
world where inventors have an incentive to file early and file 
often, reducing the number of patent applications examined 
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would go a long way to counteracting the additional examina-
tion burden of the USPTO. 

Worldwide harmonization efforts continue to play a critical 
role in patent protection as well.61 Many innovations have a 
global reach, and harmonization amongst the various patent 
systems helps to make them more user-friendly and facilitates 
the incentive to innovate that comes with broader patent pro-
tection. While there is a good level of harmonization among 
key patent offices throughout the world, there remain clear dif-
ferences with respect to standards of eligibility and patentabil-
ity. For example, the inventive step requirement as applied in 
the European Patent Office is generally a higher bar than non-
obviousness in the United States.62 And the U.S. “grace period” 
continues to be a point of diversion, even as newly crafted in 
the AIA.63 Even as harmonization efforts continue, there are 
limits to the amount of harmonization that can be achieved, as 
governments will always require that their respective patent 
systems reflect local values and norms. 
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